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On page 2 of the Office 
by the Applicant on 
on May 11,2005, arji: 
originally claimed,,, 
invention, this invention 
the merits. Accordingly 
elected invention 



REMARKS/ ARGUMENTS 

Action the Examiner states that Claims 3 1 -44, which were newly submitted 
8, 2005 in a Response to the Examinees Restriction Requirement mailed 
directed to an invention that is independent or distinct from the invention 
$ince applicant has received an action on the merits for the originally presented 
has been constructively elected by original presentation for prosecution on 
, claims 31 -44 are withdrawn from consideration as being directed to a non- 



Tlie Applicant respectfully disagrees with the Examiner's withdrawal for the following reasons. 
First, Claims 1 - 1 5 and 3 1 -44 are directed toward the same invention, namely, a method for initiating 
an electronic shopping transaction for a user-selectable item presented in an original image. Claims 
ly differ in scope. In this regard, the Examiner is respectfully requested to 
matter of Claims 1, 2, and 4 to that of Claims 31 and 36. It is apparent from 



1-15 and 31-44 sim 
compare the subject 



such a comparison liat Claim 1-15 and 31-44 are directed toward the same invention. This is 



especially so in vie^ 



Second, the Appl 
Office Action. The 
Requirement and d'U 
Examiner In the 
added new Claims 3 
Claims 16-30, 



Now, Claimsl-4 an<j 
States Patent Appli 
United States 



of the amendments to Claims 3 1 and 36 outlined below. 



icaftt has not received an action on the merits for Claims 1-15 until the present 
Examiner's Office Action of May 11, 2005 was simply a Restriction 
not touch on the patentability of the Applicant's claims. In particular, the 
Applicant's Response of June 8, 2005, the Applicant cancelled Claims 1.6-30 and 
-44. However, new Claims 3 1 -44 are not directed to the invention claimed by 
rather,: they are directed to the same invention claimed by Claims 1-15. 



Accordingly, the Applicant respectfully requests that Claims 31-44 be examined. 



6-1 5 stand rejected under 35 USC 103(a) as being unpatentable over United 
lion Publication No. 2002/0062245 by Niu et al. ("Niu et al.") in view of 
Patent Wo. 6,590,583 to Soohoo et al. ("Soohoo"). In addition, Claim 5 stands rejected 
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under 35 USC 103(aj) 
Patent Application 



as being unpatentable over Niu et al. and further in view of United States 
Publication No. 2002/0038257 by Joseph et al. ("Joseph et al."). 



have 



Claims 1 and 31 
invention. No new 
respectfully request^ 
comments. 



been amended to overcome these rejections and/or to better define the 
m|attcr has been entered by these amendments. Consequently, the Examiner is 
to consider the amended and original claims in view of the following 



On page 3 of the 
respect to Niuet al., 



The Examiner 
said user" and the 
Examiner goes on to 



doss 



"Niuetal 
said item to 
distorting sai$ 
with 



For reference, original Claim 1 recites the following: 

1 . (Original) IX method for initiating an electronic shopping transaction for a user-selectable 
item presented in a computer generated original image on a display, comprising: 

receiving a selection signal for said item from a user; 

distojjting said original image to produce a distorted region for said item to provide 
said tser with detailed information for said item; and, 

receiving a purchase signal for said item from said user. 



Offifcc Action, the Examiner has cited Niu et al. and Soohoo against Claim 1 . With 
he Examiner cites paragraph 0007, the last line of which states: 



"It is fairly cilmmon for a consumer to browse a business' catalog, select a product, place an 
order for this product, and pay for the product all electronically over the Internet. " 



maintains that Niu et al. discloses the "receiving a selection signal tor said item from 
rdeciving a purchase signal for said item from said user" steps of Claim 1 . The 
state: 



not disclose distorting said original image to produce a distorted region for 
provide said user with detailed information for said item. Soohoo discloses 
original image to produce a distorted region for said item to provide said user 
detailed information for said item (abstract, fig's. 3-5). It would have been obvious to 
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modify Niu a 
said item to 
Soohoo in oij 
make a better 
returns 



al. to include distorting said original image to produce a distorted region for 
gjro vide said user with detailed information for said item such as that taught by 
cr for the user to examine the product in detail and for the user to be able to 
judgment in purchasing the product to reduce the cost and effort of extra 
of unwanted products . " 



"...A selected 
superimpose 



With respect to Soohbo, please consider the following selections from that patent: 



embodiment 
114, as shoufti 
positioned on 
lines 21-26]. 
region 116 vv 



floating plane 



Thus, Soohoo 
region of an original 
produce a presentatic i 
to produce a distortep 
Soohoo. This is 
is undistorted. 



In other words, the 
floating plane regiof 
distorting, si 
specification, 
"floating plane rcgiofc 1 



-8 



region of a digital image is magnified and displayed in a floating plane region 
on the original image fcol. 1, line 65 to col, 2, line I] —In a preferred 



pf the invention, the magnified image is displayed in a floating plane region 
in FIG. 5. Floating plane region 114 is a magnified image window that is 
top of the selected region, and moves as the selected region is moved [col. 3, 
FIG. 8 shows a variation of the preferred embodiment having a floating plane 
th a circular shape [col 3> lines 58*60],, .In another aspect of the invention, a 
region 122 is .provided which is transparent to the original image beneath it as 



shown in FKt . 9 [col. 4, lines 11-13]..." 



discloses a "floating plane region" that contains a magnified version of a selected 
image. The floating plane region is superimposed on the original image to 
Accordingly, Soohoo does not teach or suggest distorting the original image 
region (as recited in Claim 1). The original image remains undistorted in 
especially evident in FIGS. 3, 4, and 9 where the selected region remains visible and 



jioating plane region is not within the original image. In addition, while the 
could be considered a "distorted region" in that magnifying is a form of 
mple magnification is not what is meant by "distorting" as described in the Applicant's 
(Note t(iat Claims 3 1 and 32 make this very clear.) The word "plane" in the expression 
which is used throughout Soohoo would appear to restrict the distortion in 
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Soohoo to simple ma* 
for example, by a threle 



To clarify that the 
invention, Claims 1 



and 



1 . (Currently 
uscr-sclcctab 
comprising 
receitf 



ing a selection signal for said item from a user; 
distoijting said original image to produce a distorted region within said original 
image for said item to provide said user with detailed information for said item; and, 
receiving a purchase signal for said item from said user. 



31, (Current 
shopping 
screen, comprising 



thedj 
the [ 
ma 



; itii 

mi 



In addition, the it 
consistency and the 




from Claim 3 1 has be 2 
"...said GUI include; 



nification and not to a distortion generated by the application of lens defined, 
-dimensional surface or function as described in the Applicant's specification. 



istorled region is within the original image according to the Applicant's 
3 1 have been amended to recite the following: 



Amended) A method for initiating an electronic shopping transaction for a 
c item presented in a computer generated original image on a display, 



y Amended) A method in a computer system for initiating an electronic 
transaction for a user-selectable item presented in an original image on a display 



receiving a selection signal for the item from a user, 

applying a lens within te the original image to produce a presentation for display on 
splay screen, the lens having a magnifi e d focal region with a magnification for 
pm at least partially surrounded by a base shou t dcf region across which the 
fication diminishes having a dimimshing - magm - fioation , to thereby provide 



r with detailed information for the item; and, 
ing a purchase signal for the hem from the user. 

shoulder region" has been amended to "base region" in Claim 31 for 
wording with respect to magnification has been clarified. Claim 36 depending 
sn correspondingly amended. Furthermore, Claim 4 has been amended to recite 
at least one of ..." and Claims 5, 12, and 13 have been similarly amended. 
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Accordingly, the 
of amended Claim 
region within said or 
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Applicant respectfully submits that Soohoo docs not teach or suggest that element 
I which recites distorting said original image to produce a distorted 
dnal image ..." Similarly, the Applicant respectfully submits that Soohoo 



does not teach or sugticst that 
the original image to 



element of amended Claim 31 which recites . .applying a lens within 
produce a presentation for display on the display screen. . 



With respect to the 
respectfully submits 
subject matter of amended 
It does not specifical 
Therefore, the combination 
discloses a web page 
on a web page. 



combination of Niu et al. and Soohoo, for the reasons given above, the Applicant 
hat the combination of Niu et al. and Soohoo does not teach or suggest the 
Claims 1 and 3 1 either. Note that Soohoo focuses on text magnification, 
y teach or suggest the magnification of a product presented on a web page. 

of the selection from Niu et al. suggested by the Examiner, which 
sased transaction in general, with Soohoo would only provide magnified text 



In addition, there doqs 
consider FIG. 7 and 



"[0012] Further 
implemented; 
likelihood 
storing clickStream 
visitor will 
website basei 
of visits to 
whether real 
calculating m 
promotions 



Thus, Niu et aLis 
to a user of a websitlk 
information (i.e., a 



not appear to be sufficient motivation for this combination. For example, 
paragraph 0012 of Niu et a), which states: 



in accordance with the purpose, the present invention comprises a computer- 
method for generating real-time promotions on a website to increase the 
c on the website, the method including the steps of: receiving and 
data from a visitor to the website; calculating the probability that the 
le^ive the website and the probability that the visitor will make a purchase on the 
upon the clickstream data; utilizing the calculated probabilities, the frequency 
website by the visitor, and the time of the visit to the website, to decide 
time promotions should be generated on the website; and automatically 
lat promotions to send, when to send them, and how to send them, if real-time 
generated in the utilizing step." 



of purchase 



the 



directed toward a method for determining whether a promotion should be offered 
. In other words, it is a method for determining whether a form of detailed 
promotion) should be provided to a user. As such, the incorporation of the text 
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magnification of 
determining whetherj 
why one would 
combining Niu ct al 



- 11- 

Sodhoo into Niu et al. would not appear to be something that would assist in 
a promotion should be offered to a user. As such, there is no apparent reason 
to combine Niu et al. and Soohoo. Hence, the required motivation for 
and Soohoo is lacking. 



wart 



thei 



The Examiner is resj 
co uld have been 
standard is whether 
claimed invention. R 
1989), citing In re 
the Commissioner suggests 
s [t]he mere fact that 
obvious unless the 
Examiner has cited 
the art, the desirability 



poctfully reminded that the standard for obviousness is not whether the prior art 
modjtled to achieve the invention (this is substantially always the case), rather, the 
prior art provides motivation for one of ordinary skill in the art to make the 
call the following selection from In re Laskowski, 871 R2d 1 15, 1 17 (Fed. Cir. 
Gbrdon, 733 F.2d 900, 902, 221 USPQ 1125, 1 127 (Fed. Cir. 1984): "Although 
that Hoffman could readily be modified to form the Laskowski structure, 
the prior art could be so modified would not have made the modification 
rior art suggested the desirability of the modification.-" Furthermore, the 
teachings in Niu et at. that would have suggested, to one of ordinary skill in 
of a combination with Soohoo. 



[no 



Now, on page 6 of tht 
staring: 

'\..Niuct al 
image, a 
television 
include 
obvious to 
game such as 
purchasable 



"In an 

portions of thb 



Office Action, the Examiner cites Niu et al. and Joseph et al. against Claim 5 

docs not disclose a DVD image, a video cassette image, a cable television 
satellite television image, and a video game image. Joseph ct al. discloses a 
im&gc (p3l). It would have been obvious to one of ordinary skill in the art to 
pictures of other objects such as a DVD or a video game. It would have been 
modify Niu et al. to include images such as images of a television, dvd or video 
that taught by Joseph et al. in order for the buyer to have a diverse selection of 
l;ems to examine in detail before purchasing." 



Note that the first two sentences of paragraph 0031 of Joseph et ah, as cited by the Ex aminer, state 
the following: 



interactive TV system, for example, the auxiliary data includes the video and audio 
underlying television signal. For example, the auxiliary data would include 
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video packetl containing MPEG, or MPEG-like, encoded data representing the television 
image and aiiiio packets containing digitally encoded audio. 

These sentences shoujld be read in the proper context. Consider paragraphs 0010 and 001 1 of Joseph 
etal. which state: 



code 



"[0010] The 
continuous! 
client compi 
distributed 
executable 
communication 
the data stream 
distributed 
invention, a 
repetitively 
computer, 
representative ! 
application."! 



Thus, Joseph et al 
continuous producti 



The 

or suggest the subjec 
combination. As mer 
promotion should 
whether a form 
incoiporation of the 
something that wouljl 
such, there is no 



inventors propose a distributed computing system in which a server computer 
;ly| produces a data stream. This data stream acts a mass storage device for the 
;ers receiving it. This data stream repetitively includes data representing a 
computing application in which the client computer may participate, including 
and data, A transport mechanism, including a high speed, one-way, 
path, carries the data stream from the server to the client. The client receives 
, extracts the distributed computing representative data and executes the 
ccmputing application....(0Ol 1] In accordance with principles of the present 
; istributed computer system comprises a source of a continuous data stream 
including data representing a distributed computing application and a client 
the data stream, for extracting the distributed computing application 
data from the data stream, and executing the extracted distributed computing 



receiving 



discloses a computing system that implements mass storage through the 
of a data stream which may include data representing a television image. 



Applicant respcojfully submits that the combination of Niu et al. and Joseph et al. docs not teach 
matter of Claim 5 as there does not appear to be sufficient motivation for this 
lioned above, Niu et al. is directed toward a method for determining whether a 
bd offered to a user of a website. In other words, it is a method for determining 
of de ; xiled information (i.e., a promotion) should be provided to a user. As such, the 
lipass storage data stream of Joseph et al. into Niu et al. would not appear to be 
assist in determining whether a promotion should be offered to a user. As 
apparent reason why one would want to combine Niu ct al. and Joseph et al. Hence, 
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In summary, the App i< 
Soohoo as these 



particular, Niu etaL 
that recite "... 
for said item to provi 
within the original 
respectively. In 
1 and 3 1 , respective!^ 



The Applicant rcspeqtfully requests that a timely Notice of Allowance be issued in this case. 

Respectfully submitted, 
McCarthy T^trault LLP 



Date: Movcmber 1 7, 



McCarthy TStrault Lj^P 
Box 48, Suite 4700 
66 Wellington Strcctf West 
Toronto Dominion Bpnk Tower 
Toronto, Ontario, < 
M5K1E6 
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for combining Niu et al. and Joseph et al. is lacking. Furthermore, the 
teachings in Niu et at. that would have suggested, to one of ordinary skill in 
of a combination with Joseph et al. 



icant believes that amended Claims 1 and 31 are patentable overNJuet al. and 
references do not teach or suggest the subject matter of Claims 1 and 31. In 
td Soohoo do not teach of suggest those elements of amended Claims 1 and 3 1 
distorting said original image to produce a distorted region within said original image 
e said user with detailed information for said item. . and, , .applying a lens 
image to produce a presentation for display on the display screen...", 
addition, the Applicant believes that Claims 2- 1 5 and 32-44, depending from Claims 
, and adding patentable features thereto, are also patentable. 



!J005 



By 




Joseph P. Conneelc 
Registration No. 54,883 
Telephone: 416-601-8179 
Fax:416-868-0673 
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